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REMARKS 

Claims 1-3, 8-9, 19, 33, and 36-39 are pending. Claims 1-3 arc allowed, and claims 8- 
9, 19» 33, and 36-39 and stand rejected Applicants request allowance of the currently rejected 
claims in view of the remarks submitted herewith. 

At the outset, Applicants would like to thank the Bxamhiers for the courtesy of 
extending a telephonic interview on January 30, 2006. during which the pending rejections 
were discussed. While no agreement was reached, progress was made in further understanding 
the rejections made by the previous Examiner. Additionally, the Examiners agreed that if a 
further seep:ch necessitates a new office action, such an office action should not be made final. 

R^ection$ Pursuant to 35 U,S.a § 112 

The Examiner rejects claims 19, 33, and 36-39 under 35 U.S.G, § 1 12, first paragraph, 
as failing to comply with the written description requirement. Specifically, the Examiner 
argues that the limitation "each separator comprising: a porous support having particles 
embedded therein" encompasses ''particles not embedded in the pores of the porous support," 
and that the "original disclosure only provides support for particles that are embedded within 
the pores of the porous support," Applicants disagree with the Examiner's rejection and 
request that it be withdrawn. 

The pending application fully supports the subject matter of claim 19. Claim 19, in 
part, characterizes the separator as comprising a porous support having particles embedded 
therein." This is clearly supported at 0007 of the published application, which was cited by the 
Examiner in her rejection, which states "[pjarticles are embedded into pores of a porous 
support." In addition, paragraphs 0007 and 0008 of the published application fUrther state: 

Enibedding jnay involve placing particles adjacent the 
porous support and applying a mechanical force to the 
porous support. Thie force may be applied by 
calendering, Alternatively, particles may be embedded 
by electrostatically precipitating the particles upon 
the porous support, 

En^edding may instead involve applying the particles 
to a side of the porous support and applying a vacuum 
to an opposite aide of the porous support. 
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These excerpts discuss ways by which particles can be added to the support. The use of a 
mechanical force or electrostatic precipitation, by its very nature, can cause particles to be 
embedded within the pores of the porous support as well as in other locations on the porous 
support, such as on the surfaces and sides of the porous support. Such techniques can also 
cause the particles to become attached to other particles located on the porous support. 
Accordingly, the subject matter of claim 19, as well as claims 33 and 36-39 which depend 
therefrom, arc supported by Applicants* disclosure and this rejection should be withdrawn. 

Ejections Pursuant to 35 § 202(b)/103(a) 

Rejections of Claims 8 and 9 

The B?Laminer maintains her rejection of clauns 8 and 9 pursuant to 35 U.S.C. § 102(b) 
as being anticipated by or, in the alternative, pursuant to 3S U.S.C, § 103(a) as being obvious 
ov^ U,S. Patent No. 5,091,275 to Brecht et al., arguing that Brecht teaches a product that 
inherently forms a gel. Applicants dis^ree with the Examiner. 

Contrary to the assertion of the Bxaminer, Brecht does not teach or even suggest the 
formation of a gel. While the Brecht patent does state that, . .the reticulated silica increases 
the viscosity of the electrolyte to such an e?(tent that the resultant fluid is commonly described 
as a geU" this statement is made in the background section of the specification. As the 
Bxaminer is well aware, the background section speaks to the state of the art generally) and not 
the specific invmtion taught by the Brecht patent, The Brecht patent falls to flurther mention 
gel formation in ihe context of the invention contributed by Brecht, Thus, there is no 
disclosure in Brecht that is sufficient to support the Examiner's rejection under § 102(b). 

There is also no basis in the disclosure of Brecht to support the Examiner* s theory of an 
inherency-based rejection. Applicants note that in order to make a showing of inherency, MPEP 
§ 2112 requires; 

The fact that a certain result or char act eristic may 
oocur or be present in the prior art is not 
sufficient to establish the inherency of that result 
or characteristic. j« re Rijck^ert, 9 F.3d 1531, 
1534/ 28 USPQ2d 1955, 1957 (Fed. Cir. 1993) (reversed 
rejection because inherency v;as based on what would 
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result due to optimization of oonditiOfiS, not what 
was necessarily present in the prior art) ; In re 
Oelriah, 666 F.3d 578, 581-62, 212 USPQ 323, 326 
(CCPA 19Sl)«,*Inhereney, however, may not be 
established by probabilities or poesibilities. The 
mere fact that a certain thing may result from a 
given set of circumstances is not sufficient.'" In 
re Robertson, 169 F.3d 743, 745, 49 uSPQ2d 1949, 
1950-51 (Fed. Cir. 1999> (citations omitted). 

^In relying upon the theory of inherency, the 
ejcarniner inuat provide a baeie in fact and/or 
technical reasoning to reasonably support the 
determination that the allegedly inherent 
characteristic neoesgarily f lowe from the teachings 
of the applied prior art.' Ex psirte Levy, 17 USPQ2d 
I 1461, 1464 (Bd. Fat Km- & Inter, 1990). 

The disclosure of the Brecht patent teaches expansion of the separator. In particular, as stated 
I in col. 3, lines 63-65 of the Brecht patent, which was cited by the Examiner in her response to 

I Applicants' arguments, Brecht teaches the expansion of the separator after the sulfivic acid 

^ electrolyte is added to the battery- The mere fact that the separator expands does not imply the 

formation of a gel. Rather, the separator could expand for a variety of reasons; for example it 

could swell due as a result of absorbing fluid. 

In her response to Applicants' arguments, the Examiner also argues that Brecht "malces 
no suggestion that a gel may not be formed," The fact that something maS£ occur is not sufficient 
to establish inherency. MPEP § 2112. Further, the Exammer has mischaracterized the teaching 
at col 4, lines 8-17 of the Brecht patent, and the table below provides a comparison of the 
Examiner's interpretation col. 4, lines 8-17 of the Brecht patent and the actual text of col 4. lines 
8-17 of the Brecht patent: 



TheExaminer^s Characterization of Brecht 
CoL 4, lines 8-17 


The Text of Brecht Col. 4, Knes 8-17 


In Col. 4, lines 8-17, the Brecht 
reference states that the precipitate 
of the salt and ailica particles 
breaks dov/n as the salt is dissolved 
in the electrolyte and this break down 
of the precipitate does not prevent 
gel electrolyte formation by the 
silica interacting with the sulfuric 
acid electrolyte* 


The precipitate of the salt and silica 
particles breaks down as the salt 
dissolves in the electrolyte. The high 
surface area and surface chemistry of 
the silica enhances oxygen transport 
between electrodes. It can be 
appreciated/ therefore, that the 
binder employed in the present 
invention provides, in addition to an 
effective mechanism for binding and 
releasing the glass mat, a component 
that enhances the oxygen recombination 
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efficiency of the cell once the binder 
X9 exposed to the electrolyte. 



As shown in the above, col. jl-, lines 8-17 of the Breoht patent actually teach a binder that is 
formed as a result of the breakdown of the precipitate of the salt and silica panicles. Nowhere 
is anything mentioned aboutjthe formation of a gel This reference to a gel is not from Brecht*s 
disclosure of his invention, bjut rather from the Examiner's erroneous interpretation of Brecht. 
Further, and regarding the Examiner's § 103(a) rejection, Applicants note that the Examiner 

relies on impermissible hindsight and reads (he limitations of Applicants' claims into the 

I 

Brecht patent, Accordingly, jclaims 8 and 9 distinguish over Brecht and represent allowable 
subject matter. | 

Refections of Claims 38 and 39 

The Examiner rejectd claims 38 and 39 pursuant to 35 U,S,C. § 102(b) as being 
anticipated by or, in the alternative, pursuant to 35 U.S.C. § 103(a) as being obvious over U.S. 
Patent No. 4, 150,199 of Tupjiom et al. hi particular, the Examiner argues that Tuphom teaches 
a separator that has a densel3[ compressed dry compact (which is porous) consisting 
substantially of a type which when soaked with sulfuric acid electrolyte will convert into a gel 
of a strength enabling it to properly act as a separator (col. 1, lines 18-25), Thus, in her 
rejection, the Examiner assumes that the densely compressed dry compact of Tuphom is 
porous, This represents another example of the Examiner misinterpreting a reference to make 
a rejection appear stronger Applicants disagree with the Examiner's rejectioni and request that 

it be withdrawn. ; 

< 
I 
t 

i 

At the outset, Applicants note that nowhere does Tuphom teach or even suggest that the 
densely compressed compact is porous* This, again, is the Examiner's interpretation of the 
reference. In fact, Tuphom teaches away from a compact having a porous structure, as stated in 
coll, lines 29-35: 

U.S. Pat. N,b. 3,085,126 to Labino discloses a battery 
in v/hich th^ sepstrators inserted between the positive 
and negative plates consist of (a) 5 to 10% of 
cololdal silica or eololdal alumina and 85 to 95% of 
glass fibers. This mixture forms a porous body 
permeable to the electrolyte as distinguished from 
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our novel separator formijig a gal rather than a 
porou? body. 

In this quotation, taken from the background section of Tuphorti patent, Tuphom distinguishes 
bis invention from the prior art, namely the Labino patent. In particular, the Tuphom applicants 
note that the mixture that they use to form their compact (70 to 100% silicon-dioxide and 0 to 
30% glass fibers) results in a gel, rather than the porous body which Is formed by Labino, Given 
that Tuphom e^tpressly teaches away from the formation of a compact having a porous body> the 
Bxamhxer has no basis in fact and/or technical reasoning to reasonably support the determination 
that a porous body necessarily flows from the teachings of Tuphom. MPEP § 21 12. 

Moreover, Applicants note that the Tuphom compact is densely compressed. By its very 
nature, a porous compact would not be densely compressed, as the pores would cause the density 
of the compact to decrease. Further, in order to form the densely compressed compact of 
Tuphom, a compression force would have to be applied to the pulverized silicon-dioxide 
material and glass or other fibers. Such a compression force would be expected to cause the 
pulverized silicon-dioxide to fill in any space between the fibers, and the silicon-dioxide and 
fibers to fill in any pores of the compact, thus resulting In the formation of a nonporous compact. 
Additionally, regarding the Examiner's § 103(a) rejection, Applicants note that the Examiner 
relies on impermissible hindsight, and reads the limitations of Applicants' claims into the 
Tuphom patent, Accordingly, claims 38 and 39 distinguish over Tuphom and represent 
allowable subject matter. 
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Conclusion 



Applicants submit that all of the pending claims are now in condition for allowance, 
and allowance thereof is respectfully requested. Applicants encourage the Examiner to 
telephone the undersigned in the event that such communication might expedite prosecution of 



NUTTER, McCLBNNEN & FISH. LLP 

World Trade Center West 

155 Seaport Boulevard 

Boston, MA 02210 

Tel; (617) 439-2766 

Fax: (617)310-9766 

1385900.] 



1S00616.1 



this matter. 



Respectfully submitted, 



Date;,. .January 31,^900 




Michelle Z. Bielunis Reg. No. 57,477 
Attorney for Applicants 
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